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  IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

HEAVEN HILL DISTILLERIES, INC            ) 

                           )              

Opposer,                ) 

                                                                     )                          Opposition No.91183753 

V.                 )       

                                                                     )                          Serial No. 77/266,196 

                                                                     )                          Mark HYPNOTIZER 

                                     ) 

DIALLO YASSINN PATRICE,            )       Intl Class: 033 

                 ) 

Respondent,                ) 

 

 

DEFENDANT’S MAIN BRIEF 

 

Defendant’s Yassinn Patrice DIALLO submits his Main Brief in answer to Opposer’s Brief to 

Application serial Number 77266196 pursuant to 37 CFR 2.123(d) (a) (c). 

 

INTRODUCTION 

 

Defendant’s Yassinn Patrice DIALLO respectfully requests the Trade Mark Trial and Appeal 

Board to reject the observations, arguments and elements sent by the Opposer in his Brief 

as they have no ground.  
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Defendant’s, DIALLO YASSINN PATRICE a citizen of France, resident in 2 Square Tribord, 

91080 Courcouronnes, France, denies that if his application serial N° 77266196 for the mark 

HYPNOTIZER is allowed to issue as a registration, it will harm Opposer HEAVEN HILL 

Distilleries inc, a Kentucky corporation with its principal place of business at 1064 Loretto 

Road, Bardstown, Kentucky, U.S.A 40004. 

No likelihood of confusion, mistake or deception of purchasers or potential purchasers exists 

between the Opposer’s claimed use of its HPNOTIQ Mark and the defendant’s use of its 

trademark HYPNOTIZER because the marks are easily distinguishable in appearance, 

sound and meaning. Applicant seeks the registration for HYPNOTIZER for specifics products 

as : Alcoholic beverages produced from a brewed malt base with natural flavors, Alcoholic 

beverages of fruit, Alcoholic fruit extracts, Alcoholics malt coolers, Alcoholic punch, Cachaca, 

Cognac, Distilled Spirits, Fruit wine, Gin, Hard Cider, Natural Sparkling wines, Prepared 

alcoholic cocktail, Prepared wine cocktails, Rum, Sparkling fruit wine, Sparkling grape wine, 

Sparkling wines, Tequila, Vodka, Whiskey, Wine coolers, Wines. 

Heaven Hill’s is the owner of the mark HPNOTIQ for liqueur, which is not famous, as 

opposed to what the Opposer affirms the other products of Heaven Hill are only candles, 

Liqueur, glassware and clothing with HPNOTIQ mark. The evidences show that Heaven Hill 

has no common law rights on unregistered mark, as cocktail invented HPNOTIZER, 

HYPNOTIZE, and others created deliberately and is in bad faith to attempt to appropriate the 

registered mark HYPNOTIZER, which belongs to Mr DIALLO YASSINN PATRICE. In fact the 

trade mark of Heaven HILL is HPNOTIQ. 

 

The disputed proof in this case demonstrates that the use of HYPNOTIZER is only in 

connection with specifics products as opposed to what the Opposer affirm: Alcoholic 

beverages produced from a brewed malt base with natural flavors, Alcoholic beverages of 

fruit, Alcoholic fruit extracts, Alcoholics malt coolers, Alcoholic punch, Cachaca, Cognac, 

Distilled Spirits, Fruit wine, Gin, Hard Cider, Natural Sparkling wines, Prepared alcoholic 
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cocktail, Prepared wine cocktails, Rum, Sparkling fruit wine, Sparkling grape wine, Sparkling 

wines, Tequila, Vodka, Whiskey, Wine coolers, Wines, will not cause confusion and  not 

mistake and not deceive consumers. Accordingly, the Trade Mark Trial and Appeal Board 

should accept the Diallo’s application to register the HYPNOTIZER mark for specific 

products. 
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DESCRIPTION OF THE RECORD 

 

Again Defendant’s Yassinn Patrice DIALLO, respectfully requests the Trade Mark Trial and 

Appeal Board to reject the observations, arguments and elements sent by the Opposer in his 

Brief as they have no ground. Moreover the evidences provided during the testimony period 

of the Opposer are not receivable for the following reasons: 

 

37 CFR 2.123(d) Persons before whom depositions may be taken.  

Depositions may be taken before persons designated by Rule 28 of the Federal Rules of 

Civil Procedure.   

 (a) Within the United States.  Within the United States or within a territory or insular 

possession subject to the jurisdiction of the United States, depositions shall be taken before 

an officer authorized to administer oaths by the laws of the United States or of the place 

where the examination is held, or before a person appointed by the court in which the action 

is pending.  A person so appointed has power to administer oaths and take testimony.  The 

term officer as used in Rules 30, 31 and 32 includes a person appointed by the court or 

designated by the parties under Rule 29. 

(c) Disqualification for Interest.  No deposition shall be taken before a person who is a 

relative or employee or attorney or counsel of any of the parties, or is a relative or employee 

of such attorney or counsel, or is financially interested in the action.  

For these reasons we request the TTAB to reject the testimony and the evidences and 

arguments provided during the testimony of Drew Wesley, Justin Ames and the direct 

examination made by Matthew Williams, as they are the public relation, employees and legal 

counsel of the Opposer Heaven Hill Distilleries. Moreover Yassinn Patrice DIALLO does not 

have evidence to invent, besides he is not right to question people who work and are paid by 

the Opposer (c) Disqualification for Interest. 
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Yassinn Patrice DIALLO provided evidences, which appear from the beginning of the 

procedure (see exhibits 1 to 7) and of others who are indisputable facts (see exhibits 8 to 11) 

 

So the Board should give consideration to the allegations and exhibits given in this case. 

 

STATEMENT OF THE ISSUES 
 
 
The registration of HYPNOTIZER mark will not create likelihood of confusion in the 

marketplace because HYPNOTIZER is use in connection with specifics products as : 

Alcoholic beverages produced from a brewed malt base with natural flavors, Alcoholic 

beverages of fruit, Alcoholic fruit extracts, Alcoholics malt coolers, Alcoholic punch, Cachaca, 

Cognac, Distilled Spirits, Fruit wine, Gin, Hard Cider, Natural Sparkling wines, Prepared 

alcoholic cocktails, Prepared wine cocktails, Rum, Sparkling fruit wine, Sparkling grape wine, 

Sparkling wines, Tequila, Vodka, Whiskey, Wine coolers, Wines.  

Each trade mark has a specific design, a different size and content (HPNOTIQ 70cl 

HYPNOTIZER 33cl) and a different mark and price. 

 

Heaven Hill cannot seriously conclude that they own unregistered marks of cocktails such as 

HYPNOTIZE and HPNOTIZER. This is a non sense. In addition; Heaven Hill knew by its 

lawyer in France at the beginning of the year 2005 that Yassinn Patrice DIALLO had 

registered the mark HYPNOTIZER. They have therefore been able to elaborate a strategy to 

attempt to appropriate themselves a brand that does not belong to them. 
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FACTS 
 
 

All the facts described by Heaven Hill are based on the testimonies of person who are a 

relative or employee or attorney or counsel of Heaven Hill , moreover each person is a 

relative or employee of such attorney or counsel, or is financially interested in the action 

therefore no declaration or proof is admissible.  Thus all the declarations of Justin Ames, 

Norman Drew Wesley, or the direct examination of Matthew WILLIAMS are not receivable 

and also the evidences provided during theses testimonies. 

 

Heaven Hill asserts that the consumers associate HPNOTIQ with the terms Hypnotic, 

spellbinding and mesmerizing, then why they do not claim them with the deposit of these 

terms and by registering them, but also with the terms hypnosis and hypnotism, this is a non 

legal sens. 

Heaven Hill also asserts that their product is not only a liqueur but also is at the same time a 

vodka, a cognac and a fruit juice. But in their certificate registration it only refers to the term 

liqueur.  Why does Heaven Hill not also claim the whisky, the wine, the tequila, the rum 

etc…? These statements are meaningless.  The designs, packaging, bottles, products, and 

mark are different.  Heaven Hill asserts to possess the brand HPNOTIZED, thanks to an 

advertising campaign. That shows a great sense of imagination but is in contrast with their 

registration certificate of HPNOTIQ.  It clearly shows the desire to invent an argument without 

legal basis and bring discredit to Mr. DIALLO and his registration application for the mark 

HYPNOTIZER.  Heaven Hill claims to have spent huge sums to publicize HPNOTIQ and 

make a well-known mark. 

First as the TTAB states in their decision (TTAB decision in opposition N° 91165621) that the 

evidence is not sufficient to prove that HPNOTIQ is a famous mark. More over there is no 

evidence as to Opposer’s advertising expenditure. The Opposer’s didn’t provide any 
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examples of its advertising or promotional materials to assist in determining the impact of the 

mark consumer. 

HPNOTIQ mark uses conventional means used in the promotion of any products sold in 

mass consumption, such as other alcohols, and therefore has nothing of original. Moreover, 

the fact of claiming so-called brand names when it comes to cocktails invented, has no legal 

value, for example the cocktail named HPNO COLADA, etc..., this does not make Heaven 

Hill owner of the trademark or cocktail PINA COLADA. 

Another example: the name of cocktail made with HPNOTIQ and MARTINI cannot make the 

Opposer the owner of HYPNOTIZE and MARTINI. This does not make sense. First because 

MARTINI does not belong to them and second because HPNOTIQ is not HYPNOTIZE, 

otherwise it means that Heaven Hill has the right to change their mark and registration as 

they see fit, which makes no sense. Moreover Heaven Hill also claims the name 

HPNOTIZER supposedly since May 2005 while their lawyer in France knew the registered 

trademark of Mr Patrice Diallo Yassinn since February 2005 (exhibit 8). 

 

Heaven Hill claims to be using methods of non-traditional promotion, with disc jockeys, 

advertising, celebrities, bartenders and barmaids, these are common promotional methods 

used by other brands such as Skyy Vodka, Grey Goose Vodka, etc ... there is nothing 

original in this. 

 

HPNOTIQ is supposedly intended to be used in cocktails before being used alone as a 

liqueur, but apparently Heaven Hill explains that their product is already a cocktail, which is 

used in other cocktails and for that they invent names of cocktails. 

HYPNOTIZER is not intended to be mixed in a cocktail but to drink itself as such the alcohol 

content is about 5%. For example there are famous products in the United States namely 

"Bacardi Breezer" which is a ready to drink as such without being used in cocktails. The 

consumer cannot be induced in error indeed he is capable of knowing what he wants or does 
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not want to consume. We cannot decide for him and impose a product that he will pay, 

especially as alcohol products are intended for people over 21 years. 

 

Finally all the facts described by Heaven Hill are based on the testimony of a person who are 

a relative or employee or attorney or counsel of Heaven Hill , or a relative or employee or 

attorney or counsel, or is financially interested in the action therefore any statement or 

evidence is not admissible. Thus all the declarations of Justin Ames, Norman Drew Wesley, 

or the direct examination of Matthew WILLIAMS are not receivable and also the evidences 

provided during theses testimonies. 37 CFR 2.123(d) Persons before whom depositions may 

be taken and (c) Disqualification for Interest: No deposition shall be taken before a person 

who is a relative or employee or attorney or counsel of any of the parties, or is a relative or 

employee of such attorney or counsel, or is financially interested in the action. 

 

ARGUMENTS 

 

The decision of TTAB dated May 4 2006 states: “The office records have been searched and 

no similar registered or pending mark has been found that would bar registration under 

Trademark Act Section 2 (d), 15 U.S.C. 1052 (d). TMEP § 704.02.” (exhibit 12). 

Moreover after a letter of protest sent by the counsel of Heaven Hill (exhibit 13), the TTAB 

decide to reject the argument of the Opposer. 

 

The respondent DIALLO YASSINN PATRICE never discusses the fact that HEAVEN HILL 

possesses all rights on HPNOTIQ mark, but he does not agree with the fact that HEAVEN 

HILL has the rights on HYPNOTIZER trade mark. The affirmations and the material facts of 

HEAVEN HILL in this case are in dispute.  
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We never discuss that HPNOTIQ belongs to HEAVEN HILL. But HEAVEN HILL admit in the 

Opposer’s response to Respondent first set of request for admissions that HYPNOTIZER 

doesn’t belong to them (exhibit 1).  

 

On September 24 2007, HEAVEN HILL informed the Administrator of the Examiner’s failure 

to identify HEAVEN HILL’s mark due to an inadequate search performed during examination. 

The Administrator denied this protest and allowed publication of the mark HYPNOTIZER on 

April 8, 2008. (see letter of protestation of Heaven Hill Lawyer). 

 

Wherefore, Applicant, DIALLO YASSINN PATRICE, respectfully requests that the opposition 

be dismissed with prejudice and his application Serial No. 77266196 be registered. 

All the decisions mentioned by HEAVEN HILL concerning the case cited on this opposition 

are not cases similar to that one because HPNOTIQ is not a famous mark, see TTAB 

decision in opposition 91165621. And all the case cited concern famous mark. 

 

1. Differences between HPNOTIQ and HYPNOTIZER marks, from a visual, phonetic, 

intellectual point of view. 

 

Moreover, The US Trade Mark Office during office Record search for the Application 

HYPNOTIZER said: The Office Records have been searched and no similar registered or 

pending mark has been found that would bar registration under Trade Mark Act section 2 (d), 

15 USC 1052 (d). The opponent can’t use this argument and affirm in his ground on the 

Priority and likelihood of confusion Trademark Act section 2(d). 

 

DIALLO Yassinn Patrice seeks registration for HYPNOTIZER mark, which is completely 

different in terms of products, mark, packaging, size, price (exhibit 2). 
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As HEAVEN HILL recognizes at the end on page 16 of Memorandum in Support of 

Opposer’s Motion for Summary Judgment and Motion to suspend, « ...the different spellings 

and differences in phonetic pronunciation of the two marks.... » . For these reasons the 

consumers will not be confused. 

 

Moreover HEAVEN HILL recognizes at the beginning of page 17: « ... there has not yet been 

evidence of actual confusion between goods bearing HPNOTIQ mark and those bearing 

HYPNOTIZER mark... », and affirms: « ...the lack of evidence of actual confusion at this 

point...» 

 

HYPNOTIZER mark is not made for flavored sparkling water as the opponent lawyer try to 

affirm. The Opposer can clearly see that in October 2005 a registration certificate was 

delivered by French NIPO for HYPNOTIZER with a specific design (exhibit 3). In contrast to 

what the Opposer counsel intends to demonstrate, HYPNOTIZER application is for specific 

beverages including rum, as mentioned on the certificate design (exhibit 4). It is a clear 

evidence that we claim a special style, with a special bottle, and with colors and specific 

design, completely different from the opponent design (exhibit 5). It is a clear evidence that 

we apply for a specific mark and a specific design completely different to opponent mark and 

design and not only a mark as a word. 

 

Again HEAVEN HILL conceded in his memorandum that there is no likelihood of confusion 

and that there is no evidence of actual confusion.  

 

More over as the TTAB affirms, we must consider first the similarity or dissimilarity of the 

marks in their entireties in terms of sound, appearance, meaning and commercial 

impression. See Palm Bay Imports INC. v. Veuve Clicquot Ponsardin, 396 F.3d 1369, 73 

USPQ2d 1689 (Fed. Circ.2005). 
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The TTAB decided in this opposition N° 99183753 mailed February 24, 2009 when the 

Opposer asks for a summary judgment and the Board denied it, that “The marks 

HYPNOTIZER and HPNOTIQ can be viewed as having different meanings and providing 

different commercial impressions”. See Lloyd’s, 25 USPQ2d, at 2030; Old Tyme foods, 22 

USPQ2d at 1545. We can also see that the sound and the appearance of HYPNOTIZER are 

completely different from HPNOTIQ.  The two Trade Marks would not be pronounced the 

same. 

 

 For these reasons Diallo’s application should be registered pursuant to 15 U.S.C § 1052(d).  

 

2. Differences of products between HPNOTIQ and HYPNOTIZER marks. 

  

No likelihood of confusion, mistake or deception of purchasers or potential purchasers exists 

between the Opposer’s claimed use of its HPNOTIQ Mark and the defendant’s use of its 

trademark HYPNOTIZER because the marks are used in connection with different products 

and beverages, and marketed to different classes of consumers. 

 

As opposed to what the opposing party affirms, Respondent Diallo Yassinn Patrice doesn’t 

want to register the HYPNOTIZER mark for liqueur (exhibit 6), and as it is indicated on his 

Application form, the registration for HYPNOTIZER is filed for specifics products as : 

Alcoholic beverage produced from a brewed malt base with natural flavors, Alcoholic 

beverages of fruit, Alcoholic fruit extracts, Alcoholics malt coolers, Alcoholic punch, Cachaca, 

Cognac, Distilled Spirits, Fruit wine, Gin, Hard Cider, Natural Sparkling wines, Prepared 

alcoholic cocktail, Prepared wine cocktails, Rum, Sparkling fruit wine, Sparkling grape wine, 

Sparkling wines, Tequila, Vodka, Whiskey, Wine coolers, Wines.  
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Applicant denies the allegation of the opponent concerning the fact that the Applicant Diallo 

Yassinn Patrice wants to register the HYPNOTIZER mark in connection with liqueur because 

it is absolutely false. For these reason Diallo Yassinn Patrice application to register the 

HYPNOTIZER mark will not cause confusion, mistake, deception, or affiliation with HEAVEN 

HILL’s HPNOTIQ mark for liqueur. 

 

HPNOTIQ is used for a specific product the liqueur (exhibit 7), HYPNOTIZER is used for 

different products, there’s no likelihood of confusion and moreover of dilution between the 

two Trade Marks. Diallo Yassinn Patrice’s application should be registered pursuant to 15 

U.S.C §§ 1052, 1063. 

 

The law is clear in this case and the UPSTO decided to reject the argument of Heaven Hill 

because they considered that the trade mark HYPNOTIZER was not confusingly similar to 

the previously registered HPNOTIQ mark. The facts in this case are clear; the HYPNOTIZER 

mark is not confusingly similar to HEAVEN HILL’s HPNOTIQ mark because the good listed in 

Diallo Yassinn Patrice application are different from liqueur, which does not appear in the 

products listed by Yassinn Patrice application for the HYPNOTIZER mark. Therefore, the 

TTAB should accept Diallo Yassinn Patrice application. 

 

3. Lack of recognition of HPNOTIQ Marks. 

 

HEAVEN HILL argues that HPNOTIQ is a famous mark. Yet, a previous decision by TTAB 

(TTAB decision in opposition N° 91165621) concluded that the evidence is not sufficient to 

prove that HPNOTIQ is a famous mark. In fact it is the duty of a plaintiff asserting that its 

mark is famous to clearly prove it, as the TTAB says.  “Blue Man Productions INC. v 

Tarmann, 75 USPQ2d 1811, 1819 (TTAB 2005). The mark HPNOTIQ has been in use for a 

short period of time, six years. More over there is no evidence as to Opposer’s advertising 
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expenditure. The Opposer’s didn’t provide any examples of its advertising or promotional 

materials to assist in determining the impact of the mark consumer. 

 

4.  Incoherencies of the declarations of the deposition for Opposer of Justin Ames 

HPNOTIQ brand Manager, and Drew Wesley Account Manager. 

 

On the ground of Rule 28 of the Federal Rules of Civil Procedure 37 CFR 2.123 (d), 

Applicant request the TTAB to reject deposition made by Drew Wesley, Justin Ames and 

direct examination made by Matthew Williams. In fact, they are in conflict of interests in their 

depositions and direct examination, as they are employees and legal counsel of the Opposer 

Heaven Hill Distilleries. 

 

37 CFR 2.123(d) Persons before whom depositions may be taken.  

 Depositions may be taken before persons designated by Rule 28 of the Federal Rules of 

Civil Procedure.   

 (a) Within the United States.  Within the United States or within a territory or insular 

possession subject to the jurisdiction of the United States, depositions shall be taken before 

an officer authorized to administer oaths by the laws of the United States or of the place 

where the examination is held, or before a person appointed by the court in which the action 

is pending.  A person so appointed has power to administer oaths and take testimony.  The 

term officer as used in Rules 30, 31 and 32 includes a person appointed by the court or 

designated by the parties under Rule 29. 

(c) Disqualification for Interest.  No deposition shall be taken before a person who is a 

relative or employee or attorney or counsel of any of the parties, or is a relative or employee 

of such attorney or counsel, or is financially interested in the action. 
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On page 18 of his declaration, Norman Drew Wesley and Matthew Williams, the lawyer 

representing HEAVEN HILL, also employer of Norman Drew Wesley state that HEAVEN 

HILL employed the name HPNOTIZER for cocktails in a booklet for the promotion of 

HPNOTIQ product. 

Yet, the Applicant filed the application for HYPNOTIZER trade mark in France on February 

18th , 2005 and the Applicant’s HYPNOTIZER trade mark was published on BOPI (French 

Bulletin Officiel de la Propriété Intellectuelle) (exhibit 8) on March 25th, 2005. In May 2005, 

the lawyer of HEAVEN HILL in France contacted the Applicant requesting that the Applicant 

abandon its trade mark HYPNOTIZER (exhibit 9).  

 

Hence, this statement proves the lack of objectivity of Norman Drew Wesley’s declaration as 

the Opposer knew about the existence of the Applicant’s HYPNOTIZER trade mark at least 

since March 2005. 

On page 7 of his testimony, line 24 to 25, Norman Drew Wesley states that HEAVEN HILL is 

his biggest client, and at the beginning of page 8 he states that he is in charge of all aspects 

of marketing and advertising of HPNOTIQ trade mark.  

On page 18 of Norman Drew Wesley’s testimony, line 16 to 21, he acknowledges that a 

booklet was edited on May 10th, 2005 with a particular recipe named HPNOTIZER. Hence, 

one can easily assume that Norman Drew Wesley was informed about the existence of the 

trade mark HYPNOTIZER in March 2005 and decided to create a cocktail that would be 

called HPNOTIZER. 

All declarations on risk of confusion made starting from page 36 are pure speculations and 

prove their lack of independence due to their subordination to their biggest client, HEAVEN 

HILL Distilleries. The supposed risk of confusion mentioned on page 39 and 40 is a pure 

speculation with no ground. The declarations on page 41 on the positioning of HYPNOTIZER 

trade mark are incorrect, HYPNOTIZER is not targeting women. 
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Hence, all these declarations are driven by the financial interests of their author and cannot 

be taken into consideration as acceptable and admissible proof. 

The declaration of Justin AMES is also subject to caution. Indeed, due to his subordination to 

his employer HEAVEN HILL, his statement is not independent from the Opposer. 

Both Justin AMES and Matthew Williams the lawyer of the Opposer cannot be considered as 

objective due to their lack of independence. They cannot be judge and party. 

 

On page 15, Justin AMES acknowledges that HPNOTIQ product is liquor. Hence, he cannot 

contradict the mention on the certificate of registration of HPNOTIQ showing that it is liquor 

and try to let believe that the product is something else. He also states that HPNOTIQ has 3 

syllables while on the certificate it is written “HPNOTIQ”, hence two syllables, « HPNO » 

« TIQ ». 

In page 16 of his declaration, he state that HPNOTIQ targets women, yet in page 17 he 

states that this product used to target the HIP HOP universe. Hence, the target of HPNOTIQ 

is not precisely defined.  

On page 19 of his declaration, Justin Ames state that HEAVEN HILL protects its trade mark 

as follows: “We monitor other brands registration. We also use trade mark services. We look 

through magazines to see if other companies are producing or manufacturing any product 

that might use a similar name or confusingly similar name”.  

This proves that when Applicant registered HYPNOTIZER trade mark in France, HEAVEN 

HILL was aware of Applicant’s HYPNOTIZER trade mark as soon as on March 25th, 2005 

date of the publication of HYPNOTIZER in BOPI.  

Page 21 and 22, Justin Ames acknowledges that HEAVEN HILL product is liquor and is sold 

on bottles of 750 ml. Again on page 25, Justin Ames mentions cocktails named HPNO-RITA 

and one other called HPNO-TIZER.  
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As Applicant has shown above, Justin Ames has discovered Applicant’s HYPNOTIZER in 

March, and instead of opposing immediately to this mark, he took the time to build a strategy 

to create a link between HPNOTIQ and HYPNOTIZER by using “HPNO-RITA” “HPNO-

TIZER” and “HPNOTIZE” in order to be able to build a case for opposing Applicant’s trade 

mark, falsely claim ownership of HYPNOTIZER and risk of confusion with HPNOTIQ. The 

names HPNO-RITA” “HPNO-TIZER” and “HPNOTIZE” were therefore used by Opposer only 

after the publication of the Applicant’s HYPNOTIZER trade mark, as a strategy and 

propaganda in order to falsely claim a stake in Applicant’s HYPNOTIZER trade mark.  

 

This appears in page 35 of the declaration saying “so the PR firm would have worked then to 

develop this name and the formulation for the drink”. On page 66, he acknowledges that he 

knew about Applicant’s HYPNOTIZER trade mark at the beginning of 2005, to the question:  

« when did you first become aware of Mr Diallo’s intent to use the Hypnotizer mark in 

connection with alcoholic beverages ? ” he answers  :”Early 2005” which means as soon as 

March 2005. 

On page 67, Opposer incorrectly states that he won the case in France against the 

registration of HYPNOTIZER for alcoholic beverages. This is not accurate as Applicant owns 

the trade mark HYPNOTIZER in France. As you may see (exhibit 10), Opposer requested 

Applicant not to market his products where HPNOTIQ is present. This request is illegal and 

has no ground. 

On page 68, Opposer claims having a decision preventing Mr. Diallo from using 

HYPNOTIZER trade mark for alcoholic beverages in France and United Kingdom.  

Yet the case in United Kingdom is not closed as Applicant has filed for alcoholic beverages 

and is pending decision (exhibit 11). Hence the Opposer claim is not accurate. 

He recognizes on page 72 that currently there is no risk of confusion between HYPNOTIZER 

and HPNOTIQ. In addition, HEAVEN HILL lawyer has not brought any proof of risk of 

confusion as of October 20th, 2009 in spite of its denied request for a Summary Judgment 
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and a period for expert disclosure. No proof was given whereas Opposer was seeking 

declarations from experts.  

 

On page 72, Justin Ames answers to the question of HEAVEN HILL lawyer: “And has 

HEAVEN HILL conducted any surveys to establish that consumers are likely to be confused 

by Mr Diallo’s proposed use of the Hypnotizer mark in connection with alcoholic beverages ? 

”, “ No conducting a reliable survey is an expensive proposition, and we didn’t think it was 

necessary because there is a high degree of similarity between Hypnotizer and Hpnotiq.” 

 

Yet, in spite of the additional period of 7 month granted for expert disclosure, Opposer has 

not been able to provide any proof of risk of confusion. 

The counsel of HEAVEN HILL is familiar with this proceeding as specialist law firm. He is 

supposed to know the laws and the rules as a specialist in the intellectual property.  

The TTAB did mention the following before granting additional time to Opposer  “It has been 

six months since Opposer originally filed its motion for an extension of time. The 

Board presumes that Opposer has made good use of its time since then to mitigate 

the issue of not having "sufficient time to complete discovery and prepare for trial."  

Yet, Opposer used additional time just to delay the trial without bringing any proof.  

 

A. Relatedness of the Parties Goods 

In fact M DIALLO Yassinn Patrice seeks to register HYPNOTIZER mark in connection with 

specifics beverages products as : Alcoholic beverages produced from a brewed malt base 

with natural flavors, Alcoholic beverages of fruit, Alcoholic fruit extracts, Alcoholics malt 

coolers, Alcoholic punch, Cachaca, Cognac, Distilled Spirits, Fruit wine, Gin, Hard Cider, 

Natural Sparkling wines, Prepared alcoholic cocktail, Prepared wine cocktails, Rum, 

Sparkling fruit wine, Sparkling grape wine, Sparkling wines, Tequila, Vodka, Whiskey, Wine 

coolers, Wines.  HPNOTIQ is registered for liqueur only (see certificate exhibit 7), the 
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declarations with regards to invented cocktails and supposed unregistered marks are a 

complete non sense, they have no registration, no certificate, and they have been especially 

created to claim the mark of Mr Yassinn Patrice Diallo. Moreover they have created a 

cocktail called “HPNOTIQ SUB-ZERO MARTINI” why not also claim the Martini brand. All 

this shows bad faith. The cases cited have nothing to do with this case and involve notorious 

marks : " Daddy' s Junky Music Stores, Inc. v. Big Daddy' s Family Music Center, 109 F.3d 

275, 280, 42 U.S.P.Q.2d 1173 (6th Cir. 1997); accord In re E. I. du Pont de Nemours & Co., 

476 F.2d 1357, 1361, 177 U.S.P.Q 563 (C.C.P.A 1973); Champions Golf Club, Inc. v. The 

Champions Golf Club, Inc., 78 F.3d 1111, 1116 (6th Cir. 1996); Daddy's Junky Music Stores, 

109 F.3d at 280; TCIP Holding Co. v. Haar Communications, 244 F.3d 88, 100, 57 

U.S.P.Q.2d 1969 (2d Cir. 2001); See Virgin Enters. Ltd. v. Nawab, 335 F.3d 141, 147, 67 

U.S.P.Q.2d 1420 (2d Cir. 2003); Virgin Enters. Ltd.,335 F.3d at 148. 

 

B. Differences of the Marks 

All the cases cited by the Heaven Hill concern cases that have nothing to do with the present 

case and are notorious brands. ” Educational Testing Serv. v.Touchstone, 739 F. Supp. 847, 

850, 16 U.S.P.Q.2d 1865 (S.D.N.Y. 1990). See, e.g., David 26 Sherman Corp. v. Heublein, 

Inc., 340 F.2d 377 (8th Cir. 1965) (finding SARNOFF for vodka to be confusingly similar to 

SMIRNOFF also for vodka); Brown-Forman Distillery Co. v. Arthur M. Bloch Liquor Importers, 

Inc., 99 F.2d 708 (7th Cir. 1938) (finding OLD FOSTER for whiskey to be confusingly similar 

to OLD FORESTER also for whiskey); Jules Berman, 202 U.S.P.Q. 67 (T.T.A.B. 1979) 

(finding CHULA for coffee-flavored liqueur to be confusingly similar to KAHLUA also for 

coffee-flavored liqueur); Beck & Co. v. Package Distribs. Of America, Inc., 198 U.S.P.Q. 573 

(T.T.A.B. 1978) (finding EX BIER for beer to be confusingly similar to BECK’S BEER also for 

beer). 

Moreover the marks HYPNOTIZER and HPNOTIQ are completely different and easily 

distinguishable in terms of phonetic, meaning, design, name, product, size and packaging. 
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Again the cases cited here concern famous marks and have no relation with this present 

case. See Standard Oil Co. v. Standard Oil Co., 252 F.2d 65, 116 U.S.P.Q. 176 (10th Cir. 

1958); see also Faberge, Inc. v. Madison Shirt Corp., 192 U.S.P.Q. 223 (T.T.A.B. 1976). 

Linking the name of a cocktail invented by Heaven Hill "HPNOTIZER", to create purposely 

confusion with HYPNOTIZER owned by Mr DIALLO Yassinn Patrice is again a non sense. 

 

C. Lack of evidence of confusion 

 Heaven Hill recognizes that there is no evidence of actual confusion and add that there is a 

lack of actual confusion, however, has no bearing on whether Diallo’s HYPNOTIZER mark 

poses a likelihood of confusion with Heaven Hill’s HPNOTIQ registered mark and its 

unregistered HPNOTIZER, HYPNOTIZE, and HPNO marks: this statement has no meaning 

because HPNOTIQ is different of HYPNOTIZER (see TTAB examination search) The TTAB 

decide in a letter dated May 4, 2006 : The office records have been searched and no similar 

registered or pending mark has been found that would bar registration under Trademark Act 

Section 2 (d), 15 U.S.C. 1052 (d). TMEP § 704.02. (exhibit 12). Moreover the affirmations of 

invented cocktail names, which would be unregistered marks, are nonsense. 

HEAVEN HILL currently recognizes “Due to the difficulty of securing evidence of actual 

confusion, a lack of such evidence…..” and adds “Thus, the lack of evidence of actual 

confusion at this point is not significant”. Again the case cited here .” Daddys Junky Music 

Stores,109 F.3d at 284, has no relation with the case and concern famous marks. If there is 

no evidence of likelihood of confusion it is not necessary to invent some.  

 

D. Marketing Channels used. 

Again Heaven Hill affirms they would have the right to decide what products could use some 

distribution channels in the U.S., until proven otherwise the trade in the U.S. is certainly 

regulated but free. It is not forbidden to sell drinks when you are in compliance with laws and 

regulations of the United States of America. The cases cited here once again have nothing to 
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do with this present case and involve notorious marks. Champions Golf Club, 78 F.3d at 

1120, See In re Elbaum, 211 U.S.P.Q. 639, 640 (T.T.A.B. 1981); accord The NASDAQ 

Stock Market, Inc., 69 U.S.P.Q.2d 1718, 1732 (T.T.A.B. 2003) 

 

E. Likely Degree of Purchaser care. 

 

Again in this paragraph the cases cited have nothing to do with this case and involve 

notorious marks Daddys Junky Music, 109 F.3d at 285 Frisch's Restaurants, Inc. 

v. Elby's Big Boy of Steubenville, Inc., 670 F.2d 642, 648 (6th Cir. 1982), See Nina Ricci, 

S.A.R.L. v. E.T.F. Enterprises, Inc.,889 F.2d 1070, 1074, 12 U.S.P.Q.2d 1901, 1904 (Fed. 

Cir. 1989). Heaven Hill is trying to make us believe that because they sell in small quantities 

as a promotional item, a bottle in a 20cl format, the client would be unable to differentiate 

between the two products HYPNOTIZER and HPNOTIQ, from the point of view of phonetic, 

meaning, design, name, product, size and packaging. Moreover they come again on the 

legal nonsense of invented cocktail names, which would be unregistered trademark. 

 

F. Intent of Opponent 

 

Heaven Hill cannot deny that HYPNOTIZER mark belongs to Mr DIALLO Yassinn Patrice 

and that the strategy he develops in order to claim a different brand of theirs for different 

products with differences in phonetic, meaning, design, name, product, size and packaging. 

Seeing that Mr DIALLO Yassinn Patrice was not a legal expert they decided to intimidate 

with large legal cabinets thinking that this person without means and legal knowledge would 

give up his property and rights. All the cases cited again here are cases involving famous 

marks and have nothing to do with the present case See Daddy's Junky Music Stores, 109 

F.3d at 286 Florence Mfg. Co. v. J.C. Dowd & Co., 178 F. 73, 75 (2d Cir. 1910); see also 

Stork Rest. v. Sahati, 166 F.2d 348, 361 (9th Cir. 1948), John Walker & Sons, Ltd. v. Bethea, 
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305 F. Supp. 1302, 1310 (D.S.C. 1969). Heaven Hill is trying to take possession of a mark 

that does not belong to them. 

 

G. Likelihood of expansion of products line. 

 

Again Heaven Hill forgets that Mr DIALLO Yassinn Patrice has registered the trademark 

HYPNOTIZER for specific products such as : Alcoholic beverages produced from a brewed 

malt base with natural flavors, Alcoholic beverages of fruit, Alcoholic fruit extracts, Alcoholics 

malt coolers, Alcoholic punch, Cachaca, Cognac, Distilled Spirits, Fruit wine, Gin, Hard 

Cider, Natural Sparkling wines, Prepared alcoholic cocktail, Prepared wine cocktails, Rum, 

Sparkling fruit wine, Sparkling grape wine, Sparkling wines, Tequila, Vodka, Whiskey, Wine 

coolers, Wines. Heaven Hill have registered the trademark HPNOTIQ for liqueur only and 

affirm: « but if they were any doubts, these doubts must be resolved in favor of Heaven Hill 

based on cases that have no connection with this present case and involve notorious marks 

him.” Interstate Brands Corp. and Interstate Brands West Corp. v. McKee Foods Corp., 53 

U.S.P.Q.2d 1910, 1915 (T.T.A.B. 2000), J. Thomas McCarthy, McCarthy on Trademarks and 

Unfair Competition § 23.65 (4th ed. rel. 40 12/2006) (citing State Historical Soc. v. Ringling 

Bros. Barnum & Bailey Combined Shows, Inc., 190 U.S.P.Q. 25 (T.T.A.B. 1976))... Heaven 

Hill have made every effort to intimidate Mr DIALLO Yassinn Patrice with large legal cabinets 

(Exhibit 9), and appropriate the HYPNOTIZER mark, a mark already registered by him and 

wanting to deprive him of his rights and his property. 

CONCLUSION 

DIALLO Yassinn Patrice HYPNOTIZER mark is completely different from HPNOTIQ mark 

and the affirmations of invented cocktails names that are unregistered trademarks is a legal 

nonsense. Moreover HYPNOTIZER mark intends to use with specifics products. As The 

TTAB has decided in a letter dated May 4 2006: “The office records have been searched and 
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no similar registered or pending mark has been found that would bar registration under 

Trademark Act Section 2 (d), 15 U.S.C. 1052 (d) “. 

 

 

For these reasons Diallo’s application should be registered pursuant to 15 U.S.C § 1052(d) 

and HEAVEN HILL opposition denied. 

 

Respectfully submitted 

        DIALLO YASSINN PATRICE 
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PROOF OF SERVICE 
 

I hereby certify that a true and correct copy of Defendant’s Main Brief was served on the 

following attorney for Opposer by deposit in the French Mail, in Paris France, in a sealed 

envelope, with first class postage fully prepaid this 30 August, 2010. 

Matthew A. Williams 

Wyatt Tarrant & Combs, LLP 

500 West Jefferson Street, Suite 2800 

Louisville, KY 40202 

UNITED STATES. 

502-562-7378 Telephone 

Dated : August 30, 2010         

        DIALLO YASSINN PATRICE 
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